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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

JASON P. PETCH

Vs. CANCELLATION NO. 92062658

T L i i P

NEIT ENTERPRISES Inc.

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

Registrant’s Answer to Petition for Cancellation

In response to the Petition for Cancellation (“Petition”) filed by Jason P. Petch
(“Petitioner”) on November 17, 2015, trademark registrant Neit Enterprises Inc.
(“Registrant™) answers as follows:

1. Registrant admits in part and denies in part the allegations of §i. Registrant
admits that U.S. Trademark Application No. 86/716,325 (“Petitioner’s Pending
Application”™) lists the goods and services of “Global positioning systems (GPS); computer
hardware and software systems used for tracking of people and objects; portable electronic
markers for location of persons by tracking systems; electronic modules for incorporation
into garments, clothing, accessories and headgear” in IC 009. Registrant is without sufficient
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information or belief to admit or deny the other allegations of 1 and thereby denies the
allegations of Y1 other than as specifically admitted above.

2. Registrant is without sufficient information or belief to admit or deny the
allegations of 2 and thereby denies the allegations of 2.

3. Registrant is without sufficient information or belief to admit or deny the
allegations of 93 and thereby denies the allegations of 3.

4. Registrant is without sufficient information or belief to admit or deny the
allegations of Y4 and thereby denies the allegations of 4.

5. Registrant is without sufficient information or belief to admit or deny the
allegations of {5 and thereby denies the allegations of q5.

6. Registrant is without sufficient information or belief to admit or deny the
allegations of 46 and thereby denies the allegations of 6.

7. Registrant is without sufficient information or belief to admit or deny the
allegations of §7 and thereby denies the allegations of §7.

8. Registrant denies the allegations of 8.

9. Registrant denies the allegations of 9.

10.  Registrant incorporates herein by reference its answers of paragraphs 1-9 as if
fully set forth herein.

11.  Registrant denies the allegations of J11.

12.  Registrant admits there is a Section 2(d) refusal of Petitioner’s Pending
Application because of a likelihood of confusion with U.S. Trademark No. 4,751,342

(“Registrant’s Mark™). Registrant is without sufficient information or belief to admit or deny



the allegations of §12 and thereby denies the allegations of 12 other than as specifically
admitted above,

13.  Registrant denies the allegations of 13.

14.  Registrant incorporates herein by reference its answers of paragraphs 1-13 as
if fully set forth herein.

15.  Registrant denies the allegations of §15.

16.  Registrant is without sufficient information or belief to admit or deny the
allegations of 9§16 and thereby denies the allegations of J16.

17.  Registrant is without sufficient information or belief to admit or deny the
allegations of 17 and thereby denies the allegations of §17.

18.  Registrant denies the allegations of §18.

19.  Registrant denies the allegations of 19.

20.  Registrant denies the allegations of §20.

21.  Registrant denies the allegations of §21.

22.  Registrant denies the allegations of ]22.

23.  Registrant denies the allegations of §23.

24,  Registrant denies the allegations of 124.

25.  Registrant denies the allegations of §25.

26.  Registrant denies the allegations of 926.



Affirmative Defenses

In further answer to the Petition, Registrant asserts that:

27.  Registrant purchased the domain name skynannygps.com on February 26,
2010. A copy of a Go Daddy order confirmation for the purchase of the domain name is
attached hereto as Exhibit A.

28. Registrant’s mascot was created between March 8, 2010 and March 13, 2010,
as confirmed by Registrant on March 26, 2010. A copy of a message stream with logo
designer Sayan B. of Elance is attached hereto as Exhibit B.

29.  Petitioner filed an application for Australian Trademark No. 1592594 on
November 11, 2013, but failed to file a Convention application in the United States by May
11, 2014, thereby waiving any right to claim the priority of the Australian application in the
United States. A copy of the Australian Trade Mark Details is attached hereto as Exhibit C.

30.  Petitioner did not make any actual use of its mark until at least October 30,
2014. An excerpt from Petitioner’s Facebook page dated October 29, 2014 with the post
“One more sleep until our Skynanny product launch” is attached hereto as Exhibit D.

31.  Petitioner accepted Registrant’s explanation that the inadvertent display of
Petitioner’s video on Registrant’s website was due to an inherent feature of YouTube and not
due to Registrant’s intent. A copy of an email string, dated December 16-20, 2014, between
Natasha Chadwick on behalf of Petitioner and SkyNanny GPS is attached hereto as Exhibit

E. This was the first contact between Petitioner and Registrant.

Counter-Claim

In further answer to the Notice, Registrant counter-claims that:



32.  Petitioner is perpetuating a fraud upon the USPTO. Petitioner filed an Intent-
to-Use U.S. Trademark Application No. 86/716,325 (“the ‘325 Application™) on August 6,
2015 for the mark “SKY NANNY” (two words). On November 17, 2015, and concurrently
with the filing of the present Petition for Cancellation, Petitioner filed an amendment to
change the mark to “SKYNANNY” (one word) and to allege use in commerce to “at least as
early as 04/22/2014.”

33.  The specimens submitted by the Petitioner to support the allegation of use do
not support the claimed 04/22/2014 date for use in commerce, and are contradicted by
Petitioner’s own statements that its product launch was not until at least 10/30/2014.

34.  The belated amendment of the mark and the fabrication of the date of alleged
use in commerce is clear evidence of fraudulent and bad faith attempts by Petitioner to

purloin Registrant’s mark and constitutes fraud upon the USPTO.

Relief Requested
1. Registrant asks that the Petition to be dismissed.
2. For the Counter-Claim, Registrant asks that the Board sanction Petitioner for

fraud on the USPTO with a final rejection of Petitioner’s Pending Application.

No fees are believed to be due with this filing. If any fees are required for the timely
submission of this or subsequent filings, they may be charged to U.S.P.T.O. Deposit Account
50-3539.

Respectfully Submitted

fL.Hickman

Attorney for Registrant



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing Registrant’s Answer to

Petition for Cancellation has been served on Andrew D. Skale by mailing said copy on
December 21, 2015, via First Class Mail, postage prepaid to: Andrew D. Skale, Mintz

Levin, 3580 Carmel Min. Road, Ste. 300, San Diego, CA 92130.

/e

Paul L.. Hickman
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ympany Logo | Messages | Elance https://www.elance.com/php/collab/main/collab.php?bidid=19322504

tshiah | Inbox | Help
MY ELANCE HIRE FIND WORK MANAGE RESOURCES Freelancers Go Post Your Job
Company Logo Elance (ET) 9:21 pm
Workroom Messages
Messages People
B ; Sayan B
ayments SayanBiswas
. las! login 1303 days ago
Files Add Attachmenl
Work View ™ e
y tshiah
Status Reports Post Message Invite People last login 2 minutes ago
Terms & Milestones
Proposals Sender Message | Attachments Date/Time Recent Files =l
Alerts Filter Messages SkyNanny_GPS__files_13032...
Tien S. Status Report for week of Mar 15, 2010 Mar 26, 2010 Skyhanny_GPS.2ip
Team Members 12:52 am SkyNanny-GPS.zip
Wi Complete - Confirmed by the client SkyNanny_GPS_Final_Files_...
SkyNanny GPS_08032010.jpg
Applications Abhis... J. Status Report for week of 15 MAR 2010 :\ng;m, 2010 View All | Upload New File
- po- = am
l:,,’ I % Complete - Pending Confirmation
View Al Completed Workroom Email Address [7]
E19322504-WR £
Sayan B. Hello, Mar 14, 2010 oo alanos
8:30 pm
All design files we have is transferred to you.
Project is complete. Notification Settings [?] ®
Regards
Sayan
Related Proposals +
Tien S. Hi Sayan, Mar 14, 2010
2:28 pm

Do | have all the files at this point? The project is complete?

Regards,
Tien
Sayan B. Piz find the final files of the icon attached. Mar 13, 2010
1:23am
Regards
Sayan
SkyNanny GPS_ files_13032010.zip
Tien S. Looks good. Are there any other files | need to get from you at Mar 12, 2010
this point? 3:23 pm
Sayan B. Plz check the icon concept revised. Mar 12, 2010
7:55 am
Regards
Sayan
SkyNanny GPS.zip
Tien S. Hello Sayan, Mar 11, 2010
1:21 pm

For the icon, | think it would be better to leave out the "satellite”
and focus in on the "skynanny” character. The character looks too
small in the current icon.

Thanks,
Tien



ompany Logo | Messages | Elance https://www.elance.com/php/collab/main/collab.php?bidid=19322504

Sender Message | Attachments Date/Time

Filter Messages

Sayan B. Plz check the icons. Mar 11, 2010
8:09 am
Regards
Sayan

SkyNanny-GPS.zip

Sayan B. Final files for the logo attached. Mar 11, 2010
2:36 am
Regards
Sayan

SkyNanny GPS_Final_Files_10032010.zip

Sayan B. We are making the icon and will deliver shortly and also the files Mar 11, 2010
for the logo 2:23 am

Tien S. Hello Mar 11, 2010
2:23 am

Sayan B. Yes tell me Mar 11, 2010
2:22 am

Tien S. Ok. We'll go with this one. For the iPhone icon, we'll use this Mar 09, 2010
character - the texts appears below the icon as usual for Apps.... 1:02 pm

Please provide sample for icon...

Thanks.
Sayan B. Piz check the updates. Mar 09, 2010
7:37 am
Regards
Sayan
SkyNanny GPS_09032010.jpg
e X
h'!lq.é-‘s I g
L GO
a [
Tien S. Hi, Mar 08, 2010
5:20 pm
Could you do Logo #1 with "N" in nanny capitalized?
Thanks,
Tien
Sayan B. Plz check the updates. Mar 08, 2010
5:14 am
Regards
Sayan
SkyNanny GPS 08032010.jpg
00 04031010
Tien S. Hi Sayan, Mar 07, 2010
1:44 pm

I will go with design #1. Could you try capitalizing the "S" and "N"
for SkyNanny GPS? Perhaps also try some different fonts for the
name...

Thanks,
Tien



ompany Logo | Messages | Elance https://www.elance.com/php/collab/main/collab.php?bidid=19322504

Sender Message | Attachments Date/Time

Filter Messages

Sayan B. Plz check the lego concept revised. Mar 06, 2010
11:29 am
Regards
Sayan

SkyNanny GPS_06032010.

Tien S. Hello, Mar 05, 2010
2:12 pm
This is a good start. Of the 6, I'm leaning toward #1. Logos #2, 4,
and 6 all have "babies”, which is not really applicable for the type
of product we are selling. The GPS fracker devices are carried by
kids that walk around on their own...

Perhaps we can explore concepts with a satellite as well as a
nanny character...

Thanks,
Tien

Sayan B. Hello, Mar 05, 2010
1:31 pm

Piz check the logo concepls attached. Awaiting your thoughts on
the same.

Regards
Sayan

SkyNanny GPS _05032010.jp

Sayan B. Thanks for the award. Plz fill up the form and send back to us. Mar 04, 2010
8:16 pm

Regards
Sayan

Logo Detail Forms.xls

All times are in EST (UTC-05:00)

©2015 Elance, Inc. | Terms & Privacy | Help | More
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Trade Mark Details

Trade Mark : 1592594

Word: SKY NANNY
Image:

lL.odgement Date: 21-NOV-2013
Registered From: 21-NOV-2013

Date of Acceptance: 20-JAN-2014
Acceptance Advertised: 17-APR-2014
Registration Advertised: 10-JUL-2014
Entered on Register: 07-1UL-2014

Renewal Due: 21-NOV-2023
Class/es: 9

Status: Registered/Protected
Kind: n/a

Type of Mark: Word

Owner/s: Jason Phillip Petch

195 Roberts Rd
MORNINGTON VIC 3931
AUSTRALIA

Address for Service: Marquette Intellectual Property
PO BOX 346
FITZROY VIC 3065
AUSTRALIA

Goods & Services

Class 9: Portable electronic markers for location of persons by tracking systems; electronic
modules for incorporation into garments or protective clothing, caps and hats

Indexing Details - Word Constituents
NANNY SKY

Indexing Details - Image Constituents

17127018 227 PM



PETITION FOR CANCELLATION
Cancellation No. 92062658
Registration No. 4,751,342
Exhibit of Neit Enterprises, Inc.

EXHIBIT D



- Sky Nanny
October 29. 2014

One more sleep until our Skynanny product launch!
E w
Like 71 Comment ~ Share

23 people like this. Top Comments -

Wnite a comment

Sky Nanny Thank you.
Like - Reply - October 25. 2014 at 4:50am

Jodie Gowans Yay good luck beautiful people xx

Like - Reply - €51 - October 29, 2014 at 3-54am

Lucy Caserta All the best for the day, hope it goes really really well for you alll
Like - Reply - €51 - October 29, 2014 at 3:32am

Stacey Kelly Good luck. Go skynanny team. Xo
Like - Reply - €51 - October 29, 2014 at 3:20am

Write a comment...
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oho Mail - Print https://mail.zoho.com/mail/print.do?&m=30993780000006 18005 &iss=(

Print | Close window

From : Natasha Chadwick <nat@natwick.co>

To : "support" <support@skynannygps.com>
Subject ] Re: Derryn Hinch & Skynanny - Legal Action
Date : Fri, 19 Dec 2014 13:48:29 -0800

Hi SkyNanny GPS,

Yes, | accept that now. | had no idea YouTube did that. They must get inundated with complaints like this all
the time. It’s bad for any business to have their competitors appearing on their website.

Appreciate your help and look forward to checking in Monday afternoon.

Regards,

Natasha Chadwick

From: support

Sent: Saturday, December 20, 2014 1:25 AM

To: Natasha Chadwick ; hinch@hinch.net

Subject: Re: Re: Derryn Hinch & Skynanny - Legal Action

Ms. Chadwick,

Thank you for the link. We will get our web editor to look into it when he returns on Monday.
Hopefully you understand now that we did not put your video on our website.

Regards,
SkyNanny GPS

---- On Thu, 18 Dec 2014 17:23:46 -0800 Natasha Chadwick <nat@natwick.co> wrote ----
SkyNanny GPS,

| have found a solution to the problem but unfortunately, it has to be done at your end, otherwise I'd do it
and save you the time.

This is a video link which explains step by step how to achieve this.

Thank you for your help, we'll get there in the end!

https://www.youtube.com/watch?v=Qf5vZBFJYI8

Natasha Chadwick

From: support

Sent: Friday, December 19, 2014 9:55 AM

To: Natasha Chadwick ; hinch@hinch,net

Subject: Re: Re: Derryn Hinch & Skynanny - Legal Action

Ms. Chadwick,

You've made it very clear you don't want your videos to appear, and we've made it very clear we don't
want your videos to appear. But we believe this is not our choice when we use the YouTube link
service. We embed a YouTube link to our own video on our website. When the video play is
completed, YouTube suggests other videos - which is where the problem arises.




oho Mail - Print https://mail.zoho.com/mail/print.do?8&m=30993780000006 18005 &iss=(

Note that we are NOT playing any of your videos "automatically." We play our OWN videos
automatically. A "suggested" link appears AFTER our video has completed playing. This is YouTube's
advertising of other videos. If you say the YouTube suggestions can be changed via a setting, please let
us know. We are not aware that this can be done.

If we are able to, we would like nothing less than to block Youtube's suggestion of your video from
appearing from our website. It's not good for us.

Regards,
SkyNanny GPS

---- On Thu, 18 Dec 2014 14:24:58 -0800 Natasha Chadwick <nat@natwick.co> wrote ----
SkynannyGPS,

We do know how YouTube works, we have our own account and we do not play other people’s videos
automatically. You can adjust this in your settings to avoid this from happening.

Your claim that YouTube is responsible for the Skynanny.net video appearing on your website has been
filed with YouTube. We believe it is a breach of the Derryn Hinch and HumanHeadline Trademark and
have filed a complaint with YouTube.

You do not have permission for any video containing Hinch to appear on your website. If you truly believe
that you did not place it there then we advise you to also contact YouTube to have them remove the
video. If you truly feel as strongly as your previous emails indicate about not wanting to advertise the
skynanny.net products on your website then it must be a high priority of your also, to get to the bottom
of why it does appear on your website and we would expect you also want it to be removed.

We await your response and hope to achieve a satisfactory outcome for us both.

Natasha Chadwick

From: support

Sent: Thursday, December 18, 2014 8:00 PM

To: Natasha Chadwick ; Derryn Hinch

Subject: Re: Derryn Hinch & Skynanny - Legal Action

Hello,

Our website plays our own video by linking to our video on YouTube. After the video has played,
YouTube unfortunately displays other videos that it recommends to the viewer. We have no control
over this. If you know about YouTube, watch a video - after it has finished playing, it will display
other videos as suggestions. Again, this is not under our control.

We have no interest in displaying other products on our website and have NOT linked to your video.

Regards,
SkyNanny GPS




»ho Mail - Print https://mail.zoho.com/mail/print.do?&m=30993780000006 18005 &iss=0

---- On Wed, 17 Dec 2014 22:24:05 -0800 Natasha Chadwick <nat@natwick.co> wrote ----
Skynanny GPS,

| am Derryn Hinch'’s partner and social media manager. He forwarded your response to me to send you
evidence of the Skynanny.net advertisment which you currently feature on the blog page of your
website. To plead ignorant in this case will not help you. The video plays on your blog page immediately
following the 14 second SkynannyGPS video. Here is a screen shot of it as proof. As per Derryn Hinch’s
initial email to you and polite request, please remove this video from your website and do so within the
next 24 hours otherwise he will be proceeding with legal action. We will be checking at 5:30pm
tomorrow 19 December, 2014.

Regards, Natasha Chadwmk (on behalf of Derryn Hmch)
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From: support [mailto:support@skynannygps.com]

Sent: Thursday, 18 December 2014 12:04 AM

To: Derryn Hinch

Subject: Re: Re: Contact Us: Copyright Breach - Legal Action

Hello,

We have taken a look at your advertisement from your website. It is definitely something we would
NOT want to associate our brand with.

It is baffling that you believe we would want to advertise someone else's product on our website,
Please send link to what you are referring to.

Regards,
SkyNanny GPS

---- On Wed, 17 Dec 2014 01:15:21 -0800 support <support@skynannygps.com> wrote ----
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Hello,

Please send us a link to what you are referring to. We have not used any video of
yours, nor do we have any interest in associating ourselves with your product,

Your allegations do not even make sense to us - why would we want to associate our
product with something that is different?

Regards,
SkyNanny GPS

---- On Tue, 16 Dec 2014 14:24:09 -0800 Derryn Hinch <hinch@hinch.net> wrote

Dear Skynanny GPS.

It has come to my attention that you have taken a Skynanny.net advertisement
(video) which I feature in and have displayed it on your website. You do not have my
permission to use my name, image or voice. I do not endorse Skynanny GPS. Kindly,
remove the video immediately. If it is not take it down within 24hrs I will be initiating
legal action, independent of anything Skynanny.net chooses to do over this copyright
breach.

Derryn Hinch

Sent from IP Address: 120.150.115.174

This message was submitted from your website contact form:
http://www.skynannygps.com/connect.html

Natasha Chadwick

P| +61 (0) 499 090 777
E| nat@natwick.co
W| natwick.co




